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2a )□ This action is FINAL. 2b)^ This action is non-final. 
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closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 
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5) D Claim(s) is/are allowed. 
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Application Papers 
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10) D The drawing(s) filed on is/are: a)D accepted or b)D objected to by the Examiner. 
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Applicant's election without traverse of group I, claims 1-12, 17, 20, 37, 38, 41, 
44 and 45 in the reply filed on 12 September 2008 is acknowledged. 

The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

Claims 37, 38 and 41 are rejected under 35 U.S.C. 112, first paragraph, as failing 
to comply with the written description requirement. The claim(s) contains subject matter 
which was not described in the specification in such a way as to reasonably convey to 
one skilled in the relevant art that the inventor(s), at the time the application was filed, 
had possession of the claimed invention. The scope and meaning of the term "defining 
step" is undefined. With respect to the recitation of the geographical source of the raw 
material used to form the claimed end product, the specification fails to set forth what 
characteristics of clays from that particular area are necessary to achieve the basic and 
novel characteristics of the invention. 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

Claims 1 -7, 12,17, 20, 37, 38, 41 , 44 and 45 are rejected under 35 U.S.C. 1 02(b) 
as being anticipated by US 5393340. 

Table VI of the patent discloses a number of calcined kaolin (metakaolin) 
products having an 80%/20% particle size distribution ration of 1 .9-3.1 and having 
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median particle size distributions that round to 1 micron. Figures 1 and 2 of the patent 
depict products according to the invention as plate-shaped particles, anticipating a 
shape factor of at least 10. Column 5, lines 20-25 teach that the material should be free 
of other minerals including alkali metals. While the materials of the patent contain 
measurable amounts of iron and titania impurities there is no disclosure of significant 
alkali or alkali metal content. US 6136086 is cited as factual evidence that at least the 
Ansilex 93 example of Table VI has a oil absorption within the scope of the instant 
claims (105-120%). The similar disclosed uses as hiding pigments also suggests that 
the materials of the patent and those of the instant claims share characteristics. With 
respect to claims 37 and 38 there is no evidence of record that the geographical source 
of the raw materials used to form the claimed end product produces a materially 
different product from that of the instant claims. With respect to claims 2, 3 and 41 , 
there is no evidence of record that the particular raw material employed necessarily 
results in an end product materially different from that of the prior art relied upon. 
Claims 17 and 20 recite an intended future use of the claimed product and do not 
introduce limitations to the material itself that would take it outside the scope of the 
patent disclosure. 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for 
all obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 
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Claims 8-1 1 are rejected under 35 U.S.C. 103(a) as being unpatentable over US 
5393340, as applied above. 

The difference between the prior art relied upon and these claims is the amount 
of mullite in the product. As the patent teaches that the process should be operated to 
avoid the formation of mullite and thereby avoid forming a more abrasive product, it is 
assumed that the product of the invention is substantially free of mullite. Column 2, 
lines 22-29 of the patent, however, do teach that fully calcining the kaolin to the mullite 
stage forms a product that is not just more abrasive but, also brighter. It would have 
been obvious to one of the level of ordinary skill in the art to balance the expected 
abrasiveness of the product to achieve an increased brightness because the patent 
teaches both the result of a more extensive calcination and the method by which it 
would be done. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to David M. Brunsman whose telephone number is 571- 
272-1365. The examiner can normally be reached on M, Th, F, Sa; 7:00-5:30. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Jerry Lorengo can be reached on 571-272-1233. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/David M Brunsman/ 

Primary Examiner, Art Unit 1793 

DMB 



